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DETAILED ACTION 



1. This action is responsive to the following communications: RCE/amendment, filed 12/20/2004. 
Affidavit filed 1/1 1/2005. 

2. The rejection of claims 4, 15 under 35 U.S.C. 112 second paragraph, has been withdrawn as 
necessitated by amendment. 

3. The rejection of claim 49 under 35 U.S.C. 101, as being directed to non-statutory subject matter, has 
been withdrawn as necessitated by amendment. 

4. Claims 2, 4-5, 8-10, 13-15, 19, 21-22, 25-27, 30-32, 41-54 pending. Claims 50-54 have been added. 
Claims 41, 45, 49, 50, 51, 53, and 54 are independent claims. 



Continued Examination Under 37 CFR LI 14 

5. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 1. 17(e), 
was filed in this appHcation after final rejection. Since this application is eligible for continued examination 
under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.114. Applicants submission filed on 12/20/2004 has 
been entered. 

Response To AffidavU Filed Under Rule LI 32 

6. The Affidavit under 37 CFR 1. 132 filed 1/1 1/2005 is insufficient to overcome the rejection of the 
pending claims based upon the instant rejections as set forth in the last Office action because of the following. 

The examiner respectfully notes that Applicant has failed to establish a clear nexus between the 
evidence of secondary considerations, and the merits of the claimed invention, for at least the following reasons: 
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Paragraph 2 of the affidavit recites the claimed invention as being sold in a variety of countries. 
Paragraph 3 recites sales of its invention totaling over $36 million (w/approx. $3.5 million in the US). Applicant 
also purports a growth rate of 25 percent, as well as a present day 30 percent share of the world market 
(paragraph 5). 

However, based upon the above evidence, the purported sales figures do not, in itself, indicate evidence 
of success, since many other reasons for acquiring Apphcant's invention may be involved (i.e. included as part 
of a bundled set of software added to a conqjuter system purchase). It is also unclear how many sales of the 
invention translates into actual installations of the product. 

Although Applicant mentions that this is very successful (paragraph 3), this is merely an opinion, rather 
than evidence of success. 

In view of the strength of the cited art of record applied to the instant rejections, and Applicant's failure 
to establish a clear nexus between the evidence and the merits of the claimed invention, the examiner has 
determined that Applicant's declaration does not overcome the obviousness rejections of the pending claims. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. 

8. Newly added claim 53 is rejected xuider 35 U.S.C. 1 12, first paragraph, as failing to coinjly with the 
enablement requirement. The claim(s) contains subject matter which was not described in the specification in 
such a way as to enable one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 
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Claim 53 recites in pertinent part: "... and in the absence of fixed forms;'\ The examiner cannot find a 
recitation in the specification which supports this limitation. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the apphcant regards as his invention. 

10. Newly added claim 53 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant regards as the invention. 

Regarding claim 53, the phrase ''fixed forms' is vague and indefinite. It is unclear to the examiner what 
this means within the context of said claim (see also above). 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

12. Claims 2, 4-5, 8-10, 13-14, 19, 21-22, 25-27, 30-31, 41-49 are rejected under 35 U,S.C. 103(a) as 
being unpatentable over U.S. Patent Number 5,293,429 to Pizano et al. issued March 8, 1994 ("Pizano") in 
view of U.S. Patent Number 5,434,933 to Karnin et al. issued July 18, 1995 ("Karnin"), and further in 
view of U.S. Patent Number 4,933,979 to Suzuki, issued June 12, 1990 ("Suzuki"). 

Regarding independent claims 41 and 45, Pizano teaches scanning (i.e., providing) an imknown 
forni(s). (Pizano, col. 2, lines 64-66; Fig. 1.) 
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Pizano further teaches generation of a form map based on designs on said imknown forni(s) for 
identifying information contained thereon inasmuch as Pizano's feature extraction is equivalent to the 
generation of a form map. (Pizano, col. 2, lines 64-66; Fig. 1) 

Pizano further teaches searching and conparing the generated form map with stored, registered maps in 
a map storage means. (Pizano, col. 4, lines 58-67.) 

Pizano does not expUcitly teach storage of generated form maps in the ntiap storage means when they do 
not coincide with a stored map according to pre-determined limits for agreement. However, Kamin teaches the 
storage of image signatures, which are analogous to form maps, as new tenplates when the image does not 
match any previously stored tenq)late. (Kamin, col. 8, lines 36-38.) One of ordinary skill in the art would have 
recognized that one might want to be able to match new forms in the future. Therefore, in view of Kamin's 
teaching it would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Pizano to store non-coinciding form maps. 

Pizano further teaches indicating agreement according to the limits for agreement when agreement is 
found inasmuch as Pizano discloses form identification as output when a match is achieved (Pizano, col. 2, line 
67 - col.3, line 2.) 

Pizano does not specifically teach text and colors. However, Suzuki teaches both the recognition of 
characters (Suzuki, col. 6, line 66 - col. 8 line 5) and the recognition of different gradations of tones (Suzuki, 
col. 8, lines 15-44). One of ordinary skill in the art would have recognized that these features provided the 
benefit of recognizing more and more corrplex forms. Thus, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify the combination of Pizano and Kamin to include text and colors 
as objects. 



Regarding dependent claims 2 and 19, neither Pizano nor Kamin teach the generated form map 
including an object area Hst with objects contained in the unknown form Suzuki, however, teaches the storage 
of information sets for a set of reading areas, which are analogous to object area lists inasmuch as reading areas 
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identify parts of a form and can contain objects such as text or images (Suzuki, col. 6, lines 1-3, 39-46), and 
provide the benefit of efficient and accurate form recognition. ((Suzuki, col 17, lines 42-57.) Thus, it would 
have been obvious to one of ordinary skill in the art at the time of theinvention to modify the combination of 
Pizano and Kamin to use an object area Hst. 

Regarding dependent claim 4, claim 4 incorporates substantially similar subject matter as claimed in 
claim 41, and in further view of the following, is rejected along the same rationale. 

Pizano discloses "the use of horizontal and vertical lines as features for identifying a form." (Pizano, 
col. 3, lines 5-6; Figs. 5 and 6.) 

Regarding dependent claim 21, Pizano discloses "the use of horizontal and vertical lines as features for 
identifying a form." (Pizano, col. 3, lines 5-6; Figs. 5 and 6.) 

Regarding dependent claims 5 and 22, Pizano discloses generating horizontal and vertical keys by 
dividing the unknown form into a pre-determined number of horizontal and vertical segments along x and y 
axes, respectively, wherein each segment is equivalent to one horizontal or vertical key position. (Pizano, col. 6, 
lines 35-51; Fig 5.) 

Regarding dependent claims 8 and 25, Pizano discloses horizontal and vertical keys constituting line 
keys used in the searching and conparison step inasmuch as Pizano teaches the conparison of line key patterns 
during this step. (Pizano, col. 6, lines 36-40; Fig. 5.) 

Regarding dependent claims 9 and 26, Pizano does not teach sorting, but it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Pizano to sort regions (z.e., line keys) in 
* the storage means according to the number of markings inasmuch as it would have been obvious to extend 
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Pizano's method of assigning one or no tags to a region (Pizano, col. 6, lines 55-59) to a method that assigns a 
plurality of tags to a region because one of ordinary skill would have recognized that this would have provided 
more information for the conparison step. 

Regarding dependent claims 10 and 27, Pizano does not teach the appUcation of horizontal and vertical 
keys to objects in the object area hst. However, in view of Suzuki's use of object area hsts, noted above, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to extend the application 
of Pizano's use of horizontal and vertical keys, noted above regarding dependent claims 5-6 and 22-23, from 
lines to objects, because one of ordinary skill in the art would have recognized that Pizano's use of line keys in a 
co-ordinate system was an efficient and accurate way of locating objects. 

Regarding dependent claims 13 and 30, Pizano does not teach the coit5)arison of a generated object 
key constituted by a horizontal and/or a vertical key position with a stored object key during a search procedure. 
However, in view of Suzuki's use of object area hsts, noted above, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to extend the application of Pizano's use of line keys, noted 
above regarding dependent claims 8 and 25, to object keys becaxise one of ordinary skill in the art would have 
recognized that such an object key precisely located the position of the object on the form 

Regarding dependent claims 14 and 31, Pizano does not teach the sorting of object keys according to a 
number of markings. However, in view of Suzuki's use of object area lists, noted above, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to extend the obvious modification of 
Pizano's method to sort line keys, noted above regarding dependent claims 9 and 26, to sort object keys 
according to the number of markings because one of ordinary skill in the art would have recognized that the 
number of markings gave additional weight in the conparison process. 
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In regard to dependent claims 42, 43, 44, Pizano teaches a knowledgebase (Pizano Figure 1 item 18). 
Claims 43, 44 incorporate substantially similar subject matter as claimed in claims 41 and 5, and are rejected 
along the same rationale. 

In regard to claims 46, 47, 48, claims 46, 47, 48 reflect the apparatus con^)rising conputer readable 
instructions used for inplementing the methods as claimed in claims 42, 43, 44, and are rejected along the same 
rationale. Pizano teaches a knowledgebase (Pizano Figure 1 item 18). 

In regard to independent claim 49, claim 49 reflects the conputer program product comprising 
coirputer readable instructions used for in^jlementing the methods as claimed in claim 41, and is rejected along 
the same rationale. 

13. Claims 15 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pizano, Karnin, 
and Suzuki as applied to claims 41 and 45 above, and further in view of U.S. Patent Number 5,642,288 to 
Leung et al. ("Leung") issued June 24, 1997, filed November 10, 1994. 

Regarding dependent claims 15 and 32, Pizano does not specifically disclose searching resulting a pre- 
defined nimi)er of requested probable candidates for the currently searched form However, Leung discloses 
returning a predefined number of matches to the user in the context of a dociunent recognition and handling 
system (Leung, col. 10, lines 1-18.) It would have been obvious to one of ordinary skill in the art at the time of 
the invention to have modified the combination of Pizano and Kamin to include Leung's step of returning a pre- 
defined number of requested probable candidates for the currently searched form because one of ordinary skill 
in the art would have recognized that returning too many results would be confiising to the user, and that the 
more results returned, the less likely that some resxilts would provide a match. 
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Further, Kamin teaches manual support of the registration process by an operator. (Kamin, col. 8, lines 
33-35.) This Hmitation would have been obvious to one of ordinary skill in the art because one of ordinary skill 
would have recognized a need to deal with the inevitable occurrence of machine error or inprecision in the 
con:q)arison process. 

14. Claims 50-54 are rejected under 35 U.S.C 103(a) as being unpatentable over Pizano, in view of 
Karnin. 

In regard to independent claim 50, Pizano teaches scanning (f.e., providing) an imknown form(s). 
(Pizano, col. 2, lines 64-66; Fig, 1.) 

Pizano further teaches generation of a form map based on designs on said unknown form(s) for 
identifying information contained thereon inasmuch as Pizano's feature extraction is equivalent to the 
generation of a form map. (Pizano, col. 2, lines 64-66; Fig. 1) 

Pizano further teaches searching and conparing the generated form map with stored, registered maps in 
a map storage means. (Pizano, col. 4, lines 58-67.) 

Pizano does not expKcitly teach storage of generated form maps in the map storage means when they do 
not coincide with a stored map according to pre-determined limits for agreement. However, Kamin teaches the 
storage of image signatures, which are analogous to form maps, as new tenplates when the image does not 
match any previously stored ten:5)late. (Kamin, col. 8, lines 36-38.) One of ordinary skill in ttie art would have 
recognized that one might want to be able to match new forms in the future. Therefore, in view of Kamin's 
teaching it would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Pizano to store non-coinciding form maps. ' 

Pizano further teaches indicating agreement according to the limits for agreement when agreement is 
found.inasmuch as Pizano discloses form identification as output when a match is achieved. (Pizano, col. 2, line 
67 - col.3, line 2.) 
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In regard to independent claims 51, 53 and dependent claim 52, claims 51, 53 and 52 incorporate 
substantially similar subject matter as claimed in claim 50, and in further view of the following, are rejected 
along the same rationale. 

Although Pizano teaches a tenplate form scanned into a Form Dictionary for the pmpose of processing 
actual inputted forms (Pizano Figure 1), Pizano does not teach that a user submits both an "actual form" along 
with said tenplate form, therefore Pizano teaches a user providing an unknown docxunent in the absence of 
inputting a tenplate form (e.g. without said tenplate). 

In regard to independent claim 54, claim 54 reflects the apparatus conprising con^juter readable 
instructions used for inplementing the method as claimed in claim 50, and is rejected along the same rationale. 



Response to Arguments 

15. Applicant's arguments filed 12/20/2004 have been fully and carefully considered but they are not 
persuasive. 

Applicant argues on page 15 of the amendment that Pizano does not deal with capture of information 
content of the documents, nor does it deal with data content. 

Applicant's arguments on pages 15-18 are substantially directed to a discussion of the Pizano reference. 
Pages 18-19 are substantially directed to a discussion of the Kamin reference, and pages 19-21 the Suzuki 
reference. 
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Applicant argues on page 2 1 of the amendment that the cited references are not adaptive system It is 
noted that the examiner currently does not see anything in the pending independent claims to suggest an 
adaptive system 

Apphcant argues on page 22 of the amendment that one reference was chronologically issued later then 
another, owned by the same corporation, etc. It is respectfully noted that as long as the cited references are in the 
same general field of endeavor, with each (patent) reference filed before the filing date of AppUcant's invention, 
the current rejections are vaUA 

Applicant's arguments on pages 23-27 are directed to the assertion that the cited references do not teach 
the claimed limitations. It is respectfully noted that the examiner does not current see the claims as directed to 
non-template analysis. Pizano's initial scanned form is unknown by the system until eventual identification is 
rendered (via tenplates, etc.). A tenplate can be interpreted as a form of "map". A digital signature can act as a 
form of map (for detecting authenticity, etc.). This action is non-final. 



Conclusion 

16. Any inquiry concerning this communication or earher communications fi-omthe examiner should be 
directed to William L. Bashore whose telephone number is (571) 272-4088. The examiner can normally be 
reached on 1 1 :30am - 8:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Joseph Feild 
can be reached on (571) 272-4090. The fax phone nxmiber for the organization where this apphcation or 
proceeding is assigned is 703-872-9306. 
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Infonmtion regarding the status of an application rmy be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published appKcations may be obtained from 
either Private PAIR or Public PAIR. Status information for ui5)ublished appKcations is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 




MILLIAM L. BASHORE 
PATENT EXAMINER 
TECH CENTER 21U0 



March 5, 2005 



